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Office Action Summary 



Application No. ^ ^T^Applicantfs) 



09/294,760 



Examiner Art Unit 

Marianne Huseman 2161 

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



HICKMAN ET AL. 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- ESensi^s of time may be available under the provisions of 37 CFR 1.136(a). in no event, however, may a reply be fme.y filed 

after SIX (6) MONTHS from the mailing repty ^ ^ statutory minimum of thirty (30) days will be considered timely. 

earned patent term adjustment. See 37 CFR 1.704(b). 

|jStatus 

1 )S Responsive to communication(s) filed on 72 December 1999 . 
2a)D This action is FINAL. 2b)KI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1 2 8. 10- 14 and 18- 24 is/are pending in the application. 

4a) Of the above claim(s) 21-24 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S naim(Q) \ P , fl , 10 - 14 and 18 - 20 is/are rejected. 
70 Claim(s) is/are objected to. 

/ 8)Q Claim(s) are subject to restriction and/or election requirement. 

'Application Papers 

9)S The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
' application from the International Bureau (PCT Rule 17.2(a)). 

. * See the attached detailed Office action for a list of the certified copies not received. 

f 14)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 
15)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) j J 

1) B Notice of References Cited (PTO-892J 4) ^ Interview Summary r (PTW13) Paper No« £ 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of .nformal Patent Apphcat.on (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 6) U Other: 
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Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-20, drawn to a method and means for monitoring multiple 
electronic mail accounts, classified in class 705, subclass 1. 

II. Claims 21-24, drawn to database structure, classified in class 707, 
subclass 100. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombinations disclosed as usable together 

in a single combination. The subcombinations are distinct from each other if they are 

shown to be separately usable. In the instant case, invention II has separate utility such 

as the particulars of a database structure that is unrelated to monitoring electronic mail. 

See MPEP § 806.05(d). 

Because these inventions are distinct for the reasons given above and the 

search required for Group I is not required for Group II, restriction for examination 

purposes as indicated is proper. 

2. During a telephone conversation with Mr. Paul Hickman on September 8, 2001 a 
provisional election was made without traverse to prosecute the invention of monitoring 
multiple electronic mail accounts, claims 1-20. Affirmation of this election must be made 
by applicant in replying to this Office action. Claims 21-24 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Specification 

4. The disclosure is objected to because of the following informalities: Cross- 
references to related applications and Patents should be inserted on the first page of 
Applicants 1 disclosure. See 37 CFR 1.78 and MPEP § 201.11. 
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Appropriate correction is required. 

5. The amendment filed 12/22/99 is objected to under 35 U.S.C. 132 because it 
introduces new matter into the disclosure. 35 U.S.C. 132 states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: communicating via a 
WAN. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

There is no mention of communicating via a WAN, anywhere in the specification. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claim 2 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 2, line 4, there is no proper antecedent basis for "the designation ... of e- 
mail accounts". This also applies to line 6. 

In claim 2, line 6, "system" should probably be deleted. 

In claim 10, line 4, after "e-mail", - - account - - should probably be inserted. 

In claim 12, line 14, after "consolidator", - - for - - should be inserted. 

In claim 12, line 16, it is not clear as to what is meant by "developing data", i.e., 
how is the data developed? 

In claim 20, line 1, "29" should probably be - -19 - -. 

In claim 20, line 2, it is not clear as to what is meant by "inputter", as this term is 
not found in Webster's dictionary. Also, if a keyboard is considered to be an "inputter" 
(as disclosed on page 8, lines 33-34), how is a keyboard "stored in said storage 
medium" (line 2)1 
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Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claims 1, 2, 8, 10-13, and 18 - 20 are rejected under the judicially created 
doctrine of double patenting over claims 1,9-11 and 16 - 18 of U. S. Patent No. 
5,956,486 since the claims, if allowed, would improperly extend the "right to exclude" 
already granted in the patent. 

1 1 . The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: all of the method steps and means of the present 
application are claimed in the U.S. Patent, with the exception of WAN; claim 14, of the 
present application (see also, paragraph 6, above). Further, the claims of the present 
application differ from those of the U.S. Patent only in that they are broader in scope. 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller t 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 1, 2, 8, 10-14 and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Thompson et al in view of Cooper et al (please note that Cooper et 
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at, Patent Number 6,052,442, is a continuation of Application 08/554,744, filed on 
November 7, 1995). 

Thompson et al teach an apparatus for automatically polling message service 
systems such that Applicants^monit oring olmultiple ^accounts reads on figures 8 and 12 
and column 12, lines 8 - 63, wherein a user may specify a polling routine. One such 
routine is described as being based on a time interval, i.e., at specific time intervals the 
user's computer begins the polling of various systems, implying that the use of an MWL 
is not necessary. See column 7, lines 17-29 and the Abstract, lines 5-8. 

Also, although Thompson et al do not specifically teach polling plural e-mail 
accounts, but rather a voice-mail account and an e-mail account, Thompson et al do 
teach that changes to their Administration routine, figure 12, can be made. More 
specifically, changes (see column 12, lines 19 - 21) in the services to be polled are 
taught wherein a user could conceivably add different e-mail accounts to those services 
already being polled. 

Therefore, it is considered that it would have been obvious to one of ordinary skill 
in the art at the time of the invention for Thompson et al to poll as many e-mail accounts 
as desired as the system described in Thompson et al already polls at least a single e- 
mail account and the difference between one account and many is simply a matter of 
adding condition diamonds (as well as the corresponding program code) to figure 8 (i.e., 
element 808, 808a, 808b... each corresponding to a different e-mail account) and then 
transferring control to figure 9 for each additional e-mail account or condition diamond. 
This addition of condition diamonds is considered to be obvious to anyone who can 
program a computer. 

Also, while Thompson et al's system is taught in a PBX environment, Cooper et 
al teaches a similar polling apparatus which operates in an internet environment. 
Therefore, it is considered that it would have been obvious to one of ordinary skill in the 
art at the time to expand the system of Thompson et ai to include operation in the 
internet environment as is taught by Cooper et al if a wider range of communication is 
desired. 
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Regarding claim 2: Applicants' access information reads on element 1205 of 
figure 12 and column 12, lines 49 - 55. 

Regarding claim 8: Applicants' step of storing reads on elements 208 or 206. 

Regarding claimslO, 11 and 20: Applicants' step of displaying reads on element 
110 and columns 12 and 13, lines 64 - 68 and lines 1 - 30, respectively. 

Regarding claim 13: Applicants' LAN reads on column 3 ( lines 37-40. 



14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Moon et al, although filed in 1997, claims polling a plurality of e- 
mail accounts. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marianne Huseman whose telephone number is 703- 
605-4277. The examiner can normally be reached on Monday - Friday, 6:30 AM - 3:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 703-305-9768. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
305-9051 for regular communications and 703-305-9051 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
9700. 



Conclusion 




Marianne Huseman 
Examiner 
Art Unit 2161 
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September 20, 2001 



